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DETAILED ACTION 



1. This Office Action is in response to the Preliminary Amendment filed March 8, 2002. 
Claims 1-18 were canceled and claims 19-36 have been added. Claims 19-36 are now pending, 
wherein claims 19-28 are darwn to a copolymer; claims 29-34 a process to prepare the 
copolymer; claims 35-36 the use of a copolymer. 



Claim Rejections - 35 USC §112 



2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

3. Claims 35-36 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 35-36 provide for the use of a copolymer, but, since the claim does not set forth 
any steps involved in the method/process, it is unclear what method/process applicant is intending 
to encompass. A claim is indefinite where it merely recites a use without any active, positive steps 
delimiting how this use is actually practiced. 
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Claims 35-36 are rejected under 35 U.S.C. 101 because the claimed recitation of a use, 
without setting forth any steps involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process claim under 35 U.S.C. 101. See for 
example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v, Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 



Claim Rejections - 35 USC §103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 



5. Claims 19-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over Albrecht et 
al. (US 5,798,425). 



The present invention relates to a copolymer based on radicals of unsaturated 
monocarboxylic or dicarboxylic acid derivatives and oxyalkylene glycol alkenyl ether, comprising 
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(summary of claim 1) 



Albrecht et al. disclose a copolymer based on oxyalkyleneglycol-alkenyl ether and 
unsaturated dicarboxylic acid derivatives, comprising (a) up to 50 mol% of an acrylic acid; (b) 1 
to 89 mol% of component in the general formula of -CH^CR^CH^p-O-CCJH^OVR 1 ]-; (c) 
0.1 to 10 mol% of component in the general formula of -CHS-CR 4 T- or 

and (d) 10 to 90 mol% of component in the formula of - 

(Claims 1 and 8). 
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The difference between the present claims and the disclosure of Albrecht et al is the 
requirement of the amount of component (a) from 51 to 95 mol% instead of up to 50 mol% in 
the present invention. 

The caselaw holds that "a prima facie case of obviousness exists where the claimed ranges 
and prior art ranges do not overlap but are close enough that one skilled in the art would have 
expected them to have the same properties." Titanium Metals Corp. of America v. Banner, US 
F.2d 775, 227 Uspq 773 (Fed. Cir. 1985). Thus, it would have been obvious to one of ordinary 
skill in the art at the the invention was made to utilize the disclosure of Albrecht et al. and thereby 
obtain the present invention. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ling-Siu Choi whose telephone number is (703)305-0887. 

If attempt to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
David Wu, can be reach on (703)308-2450. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the group receptionist whose telephone number is (703)308-2351 . 
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